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whether the terms of the Artistic License are
conditions of, or merely covenants to, the copyright
license. Generally, a "copyright owner who grants a
nonexclusive license to use his copyrighted material
waives his right to sue the licensee for copyright
infringement" and can sue only for breach of
contract. Sun Microsystems. Inc.. v. MicrosoO Corp..
188 F.3d 1115. 1121 (9th Cir.1999); Graham v.
James. 144 F.3d 229, 236 (2d Cir.1998). If, however,
a license is limited in scope and the licensee acts
outside the scope, the licensor can bring an action for
copyright infringement. See S.o.S.. Inc. v. Pavdav.
Inc.. 886 F.2d 1081, 1087 (9th Cir.1989); Nimmer on
Copyright, § 1015[A] (1999).

Thus, if the terms of the Artistic License allegedly
violated are both covenants and conditions, they may
serve to limit the scope of the license and are
governed by copyright law. If they are merely
covenants, by contrast, they are governed by contract
law. See Graham. 144 F.3d at 236-37 (whether
breach of license is actionable as copyright
infringement or breach of contract turns on whether
provision breached is condition of the license, or
mere covenant); Sun Microsystems. 188 F.3d at 1121
(following Graham: independent covenant does not
limit scope of copyright license). The District Court
did not expressly state whether the limitations in the
Artistic License are independent covenants or, rather,
conditions to the scope; its analysis, however, clearly
treated the license limitations as contractual
covenants rather than conditions of the copyright
license.FN4

Jacobsen argues that the terms of the Artistic License
define the scope of the license and that any use
outside of these restrictions is copyright
infringement. Katzer/Kamind argues that these terms
do not limit the scope of the license and are merely
covenants providing contractual terms for the use of
the materials, and that his violation of them is neither
compensable in damages nor subject to injunctive
relief. Katzer/Kamind's argument is premised upon
the assumption that Jacobsen's copyright gave him no
economic rights because he made his computer code
available to the public at no charge. From this
assumption, Katzer/Kamind argues that copyright
law does not recognize a cause of action for non­
economic rights, relying on Gilliam v. ABC. 538 F.2d
14, 20-21 (2d Cir.1976) ("American copyright law,
as presently written, does not recognize moral rights
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or provide a cause of action for their violation, since
the law seeks to vindicate the economic, rather than
the personal rights of authors."). The District Court
based its opinion on the breadth of the Artistic
License terms, to which we now tum.

III.

*6 I2l The Artistic License states on its face that the
document creates conditions: "The intent of this
document is to state the conditions under which a
Package may be copied."(Emphasis added.) The
Artistic License also uses the traditional language of
conditions by noting that the rights to copy, modify,
and distribute are granted "provided that " the
conditions are met. Under California contract law,
"provided that" typically denotes a condition. See,
e.g., Diepenbrock v. Luiz. 159 Cal. 716, 115 P. 743
U.2ill (interpreting a real property lease reciting that
when the property was sold, "this lease shall cease
and be at an end, provided that the party of the first
part shall then pay [certain compensation] to the
party of the second part"; considering the appellant's
"interesting and ingenious" argument for interpreting
this language as creating a mere covenant rather than
a condition; and holding that this argument "cannot
change the fact that, attributing the usual and
ordinary signification to the language of the parties, a
condition is found in the provision in question")
(emphases added).

The conditions set forth in the Artistic License are
vital to enable the copyright holder to retain the
ability to benefit from the work of downstream users.
By requiring that users who modify or distribute the
copyrighted material retain the reference to the
original source files, downstream users are directed
to Jacobsen's website. Thus, downstream users know
about the collaborative effort to improve and expand
the Source Forge project once they learn of the
"upstream" project from a "downstream"
distribution, and they may join in that effort.

The District Court interpreted the Artistic License to
permit a user to "modify the material in any way"
and did not find that any of the "provided that"
limitations in the Artistic License served to limit this
grant. The District Court's interpretation of the
conditions of the Artistic License does not credit the
explicit restrictions in the license that govern a
down loader's right to modify and distribute the
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copyrighted work. The copyright holder here
expressly stated the terms upon which the right to
modify and distribute the material depended and
invited direct contact if a down loader wished to
negotiate other terms. These restrictions were both
clear and necessary to accomplish the objectives of
the open source licensing collaboration, including
economic benefit. Moreover, the District Coul1 did
not address the other restrictions of the license, such
as the requirement that all modification from the
original be clearly shown with a new name and a
separate page for any such modification that shows
how it differs from the original.

[10][1 I] Copyright holders who engage in open
source licensing have the right to control the
modification and distribution of copyrighted material.
As the Second Circuit explained in Gilliam v. ABC
538 F.2d 14, 21 (2d Cir.I976), the "unauthorized
editing of the underlying work, if proven, would
constitute an infringement of the copyright in that
work similar to any other use of a work that exceeded
the license granted by the proprietor of the
copyright."Copyright licenses are designed to support
the right to exclude; money damages alone do not
support or enforce' that right. The choice to exact
consideration in the form of compliance with the
open source requirements of disclosure and
explanation of changes, rather than as a dollar­
denominated fee, is entitled to no less legal
recognition. Indeed, because a calculation of
damages is inherently speculative, these types of
license restrictions might well be rendered
meaningless absent the ability to enforce through
injunctive relief.

*7 [12][13] In this case, a user who downloads the
JMRI copyrighted materials is authorized to make
modifications and to distribute the materials
"provided that" the user follows the restrictive terms
of the Artistic License. A copyright holder can grant
the right to make certain modifications, yet retain his
right to prevent other modifications. Indeed, such a
goal is exactly the purpose of adding conditions to a
license grant. FN5The Artistic License, like many other
common copyright licenses, requires that any copies
that are distributed contain the copyright notices and
the COPYING file. See, e.g.. 3-10 Nimmer on
Copyright § 10.15 ("An express (or possibly an
implied) condition that a licensee must affix a proper
copyright notice to all copies of the work that he
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causes to be published will render a publication
devoid of such notice without authority from the
licensor and therefore, an infringing act.").

It is outside the scope of the Artistic License to
modify and distribute the copyrighted materials
without copyright notices and a tracking of
modifications from the original computer files. If a
down loader does not assent to these conditions
stated in the COPYING file, he is instructed to "make
other arrangements with the Copyright
Holder."Katzer/Kamind did not make any such
"other arrangements." The clear language of the
Artistic License creates conditions to protect the
economic rights at issue in the granting of a public
license. These conditions govern the rights to modify
and distribute the computer programs and files
included in the downloadable software package. The
attribution and modification transparency
requirements directly serve to drive traffic to the
open source incubation page and to inform
downstream users of the project, which is a
significant economic goal of the copyright holder that
the law will enforce. Through this controlled spread
of information, the copyright holder gains creative
collaborators to the open source project; by requiring
that changes made by downstream users be visible to
the copyright holder and others, the copyright holder
learns about the uses for his software and gains
others' knowledge that can be used to advance future
software releases.

IV.

For the aforementioned reasons, we vacate and
remand. While Katzer/Kamind appears to have
conceded that they did not comply with the
aforedescribed conditions of the Artistic License, the
District Court did not make factual findings on the
likelihood of success on the merits in proving that
Katzer/Kamind violated the conditions of the Artistic
License. Having determined that the terms of the
Artistic License are enforceable copyright conditions,
we remand to enable the District Court to determine
whether Jacobsen has demonstrated (1) a likelihood
of success on the merits and either a presumption of
irreparable harm or a demonstration of irreparable
harm; or (2) a fair chance of success on the merits
and a clear disparity in the relative hardships and
tipping in his favor. F

1'6
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*8 The judgment of the District Court is vacated and
the case is remanded for further proceedings
consistent with this opinion.

VACATED and REMANDED

FN* The Honorable Faith S. Hochberg,
District Judge, United States District Court
for the District of New Jersey, sitting by
designation.

FN 1. Katzer/Kamind represents that all
potentially infringing activities using any of
the disputed material have been voluntarily
ceased. The district court held that it could
not find as a matter of law that
Katzer/Kamind's voluntary termination of
allegedly wrongful activity renders the
motion for preliminary injunction moot
because it could not find as a matter of law
that it is absolutely clear that the alleged
behavior could not recur. Jacobsen, 2007
WL 2358628 at *5, We agree that this
matter is not moot. See also Adarand
Constructors, inc. v. Slater, 528 U.S. 216,
222, 120 S.Ct. 722, 145 L.Ed.2d 650 (2000)
("Voluntary cessation of challenged conduct
moots a case ... only if it is absolutely clear
that the allegedly wrongful behavior could
not reasonably be expected to
recur."(emphasis in original».

FN2. For example, the GNU General Public
License, which is used for the Linux
operating system, prohibits downstream
users from charging for a license to the
software. See Wallace v. iB/v! Corp.. 467
F.3d 1104, 1105-06 (7th Cir.2006).

FN3. Jacobsen's copyright registration
creates the presumption of a valid copyright.
See, e.g., Triad Srs. Corp. v. SE Exp. Co, 64
F.3d 1330, 1335 (9th Cir.1922J

FN4. The District Court held that
"Defendants' alleged violation of the
conditions of the license may have
constituted a breach of the nonexclusive
license ... [and] the Court finds that
Plaintiffs claim properly sounds in
contract."Jacohsen, 2007 WL 2358628 at
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*7. Thus, despite the use of the word
"conditions," the District Court treated the
terms of the Artistic License as contractual
covenants which did not limit the scope of
the license.

FN5. Open source licensing restrictions are
easily distinguished from mere "author
attribution" cases. Copyright law does not
automatically protect the rights of authors to
credit for copyrighted materials. See
Gilliam. 538 F.2d at 20-21 ("American
copyright law, as presently written, does not
recognize moral rights or provide a cause of
action for their violation, since the law seeks
to vindicate the economic, rather than the
personal rights of authors."); Graham, 144
F.3d at 236.Whether such rights are
protected by a specific license grant depends
on the language of the license. See Countv of
Ventura v. Blackburn, 362 F.2d 515, 520
\.21b..-_ Cir. 1966) (copyright infringement
found where the county removed copyright
notices fTom maps licensed to it where the
license granted the county "the right to
obtain duplicate tracings" from photographic
negatives that contained copyright notices).

FN6. At oral argument, the parties admitted
that there might be no way to calculate any
monetary damages under a contract theory.

C.A.Fed. (Cal.),2008.
Jacobsen v. Katzer
--- F.3d ----, 2008 WL 3395772 (C.A.Fed. (Cal.»
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